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INTRODUCTION

In an effort to avoid a finding of functionalitifonda strains to narrowly interpret its applied-for
mark as simply consisting of certain “complementary” angles and lines. But, in a footnote, Honda
reluctantly acknowledges that, of course, the enginetic shape, and the configuration of the major
component parts of the engine, are also parthefapplied-for mark. The evidence overwhelmingly
demonstrates that the engine’s cubic shape anfiguration are significant features of the design and
that they provide numerous functional advantages. Given that the utility of the applied for mark
substantially outweighs the minor nonfunctional eleimethe applied-for mark must be rejected as
functional. In addition, there is widespread third-party use of the applied-for mark’s shape and
configuration, and no evidence that Honda everdre#ie engine appearance, aside from its colors, as a
source-indicator. Thus, the applied-for mark has not achieved secondary meaning. If, somehow, the
minor elements Honda identifies were sufficient to avoid a finding of functionality, and consumers
associated those minor elements with only Horitdapn Honda abandoned the applied-for mark by
permanently changing those elements, with no interégome their use, whetonda redesigned the GX
engine. For these reasons, registrationafdé’'s applied-for mark must be refused.

l. HONDA'S APPLIED-FOR MARK IS FUNCTIONAL.

Honda's applied-for mark is a text book example afegure functional product configuration.
Numerous witnesses, including Honda’'s corporate representative regaudictipriality and expert
witness on functionality, have admitted that theralle compact and boxy shape of the applied-for
product configuration is funanal and is necessary to compete in the marketplegeeOpposers Br.,
31-32.) Similarly, there is ample testimony in thecord that the locations of each of the major
component parts of the engine depicted in thdiegyfor mark are dictate@ly utilitarian purposes and
basic engineering requirements.Segé id.,15-17.) Finally, there is testimony in the record that
demonstrates that many of the so-called design édisbments” Honda claims tbe arbitrary, such as
seams, angles, straight lines, Haageand locations of control levers, serve utilitarian purposes, are cost
effective and/or constitute ideal designSe¢ id.5-17.)

In addition to this testimony, Opposers ham&roduced numerous utility patents and utility
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models filed by Honda that claim, describe andiepict the same features Honda seeks to protect now
through trademark lawSge id.,19-22.) Opposers have also preserdeidence of extensive third-party
use of the very same basic engine configjon over which Honda now seeks a monopolyeg(id. 23-

25.) In addition, Opposers have shown that H@ndalvertising has always touted the utilitarian
advantages of its engine rather than any aestheticbdrary aspect of the shape of the engirfgee(id.,
25-27.) Taking all of this evidence together, Oppe$ve more than met their burden of establishing a
prima faciecase that the applied-for prodwonfigurationis functional.

Honda has not and cannot overcome this evidence, nor can it meet its heavy burden of
demonstrating that its applied-for mark, as a whole, is arbitrargleojure non-functional. To the
contrary, Honda has attempted to avoid thernwskielming evidence of functionality by narrowly
characterizing its applied-for mark. This is impropses,the mark consists of the totality of the drawing
and description set forth in Honda's trademark apjica Further, the “complementary lines, angles and
beveling” that allegedly make up Honda’'s so-aghfleubic design” are nothinghore than slants, lines
and shapes that contribute to the compactness and other functional aspects of the engine. (Honda Br. 8-
10.) The few flourishes that Honda identifies whicluld arguably be considered arbitrary, such as the
four rib marks on the carburetor cover and the “be#-lkea” on the air cleaner cover, are no longer used
on Honda’s engines. (Opposers Br. 27-28.) Everelf there still used, howeveit is well settled that
minor flourishes such as those are insufficient twdee an otherwise functional engine configuration
protectable under trademark lav&ee, e.g., In re Becton, Dickinson, &.C675 F.3d 1368, 1374, 102
U.S.P.Q.2d 1372 (Fed. Cir. 2012) (“a mark possessed of significant functional features should not qualify
for trademark protection where insignificantemlents of the design are non-functional Rjistner
Concrete Prods., Inc. v. ContecArch Technologies, Inc.97 U.S.P.Q.2d 1912, 1919 (T.T.A.B.
2011)(“Case law also makes clear that the incluf a nonfunctional feature does not make an
otherwise functional configuration disttive and therefor registrable.”gee In re Bose Corpd,/6 F.3d
1331, 81 U.S.P.Q.2d 1748 (Fed. Cir. 2007).

A. Honda's Proposed Mark is Defined in the Application.

To determine whether the applied-for mark is tioral, the Board must begin by identifying the
5



subject matter of Honda’'s trademark applicatidBee In re Heatcon, Inc166 U.S.P.Q.2d 1366, *5
(T.T.A.B. 2015). In an effort to avoid a finding @inctionality, Honda claims that it is not asserting
rights in the “basic configuration” of the engine ahdt its applied-for mark is “complementary lines,
angles and beveling of each component that cseide distinct overall cubic look of the GX Trade
Dress.* (Honda Br. 18-20.) This is inaccurate, howeward improperly infects all of the arguments in
Honda'’s brief relating to functionality.

In analyzing whether the applied-for trademarkuisctional, the Board must view the mark as it

is defined in the drawing and description feeth in Honda'’s trademark application:

The mark consists of the cogfiration of an engine with an
overall cubic design, with a slanted fan cover, the fuel tank
located above the fan cover on the right, and the air cleane!
located to the left of the fuel tank. The air cleaner covef
features a cube shape with beveled top outside edges, a
belt-like area on the lower portion of the cover encompassin
the entire circumference and the top of the belt-like area is
aligned with a rib of the fuel tank. The carburetor cover
features four ribs along its outside edge and a receded area
where control levers are located. The fuel tank is roughly
rectangular[.] The engine features a beveling that runs around
its top circumference. The broken lining time drawing is not part of the mark
and serves only to indicate position.

H__E;'\-I Ir'_éi;ﬁ -= )
4

See In re Becto®75 F.3d at 1371;In re Bose Corp.476 F.3d at 1336. The above drawing and
description are not limited to complementary lines, angles and beveling. To the contrary, the application
depicts and describes the overall configuration of the engine, including the particular locations of the
main component parts (fuel tank, air cleaner cosathuretor cover and famwer), along with additional
functional features, such as a slant in the fan cdlier{roughly rectangular” shape of the fuel tank, and

the “cube shape” air cleaner cover. There is no mention of any “complementary” lines or angles in the
description. If Honda intended to limit its applicatimnthe narrow definition proposed in its trial brief,
Honda would have disclaimed the overall configuration of the engine and location of the major
component parts (as it did with respect to the nutiss lamd levers). Hondasa would have crafted the

description language to clearly limit the mark. Hondgpsefully elected not to do either, however, and

! In a footnote in its trial brief, Honda also states that "the shape and position of the component parts is part of
the GX Trade Dress," however, Honda appears to dentlig claim that this is somehow limited by the
"overall cubic look" and alleged "styling features of the component parts. (Honda Br. 8, nl.)
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as it now stands, the overall configuration of thgiea and location of the component parts remain
claimed elements of Honda’'s applied-for trademark. The Board should therefore construe Honda’s mark
as set forth in the application, and should reject Honda’s narrow, opposition-driven characterization
advanced in its briefingSee, e.g., In re Bectoh/5 F.3d at 1371 (noting that the T.T.A.B. rejected
applicant’s narrowed definition of its applied-for tkavhen the drawing contained additional mattr);

re Bose Corp.476 F.3d at 1336 (noting that applicant’s applier design was not limited to the specific
elements applicant chose to foaymson but instead the entire design set forth in the application).

B. Honda’s Applied-For Mark is De Jure Functional.

Honda claims that Opposers applied an incoroectstruction of the applied-for mark and an
incorrect legal standard in their functionality analysis. Specifically, Honda argues that because Opposers
have claimed the overall engine configurationuisctional, Opposers’ argument is based on the position
that Honda'’s applied-for mark de factofunctional rather thade jurefunctional. This is incorrect and is
a mischaracterization of Opposers’ argument.

De facto functionality “means that a design has a functidm.fe Becton675 F.3d at 1373. In
this case, it is undisputed that Honda’s general utility engine clearly dadactofunction: it powers
equipment. Opposers acknowledge that such funditipns irrelevant to the question of whether the
applied-for mark as a whole is liggble for trademark protection. However, Opposers have demonstrated
that the Honda GX engine d® jurefunctional: it is designed in a cubic and boxy shape because it works
better in that shapeSee id.at 1374 (“De jure functionality ‘mearnbat the product is in its particular
shape because it works lettn this shape.™).It is well settled that “whenever a proposed mark includes
both functional and non-functional feadgr as in this case, the critical question is the degree of utility
present in the overall design” itselid. at 1373. Here, Honda&pplied for engineakign is comprised of
significant functional features with only insignificant elements of the design that are non-functional. The
degree of utility present in the overall design ibsantial, and far outweighs the few, minor non-
functional flourishes.

1. Honda's Overall Design & Location of Component Parts is  Functional.

While Honda’s definition of “oveld cubic design” is very narrow in its trial brief, Honda’s
7



expert on functionality and corporate designeesiradlerstood the mark to comprise the overall engine
configuration, the location of component partswasdl as other elements identified in the applicafion.
These same witnesses have admittieat the shape and configuration of the applied-for mark is

functional. (Opposer Br. 36-38.) For example, Fugitknowledged that Hondagmal in developing the

o engine wo

- Mieritz also conceded that the overall cubisige of the engine contribes to the compactness of
the engine, enables easy maintenance, and allosvenbine to fit within a wide variety of OEM
applications. (Opposer Br. 31-32.) This testimoraswchoed by several other witnesses who agreed that
the size and shape of the GX engine was industapndard and was required to fit within OEM
dimensions. (Opposer Br. 15-17.)

Mieritz and Fujita likewise conceded that eacimponent part of the engine has a functional
purpose, is placed in its relative location based on engineering and other functional requirements, and that
certain elements described in Honda’'s applicatiomes@&mctional purposes, such as the slant of the fan
cover, which has the purpose of directing coot@iard the hottest part of the engine. (Mie#ifizl:12-

23; Fujita 26:5-47:22.) Importantly, Mieritz alsonaitted that the “styling” of an engine is done only
after the engine layout is complete and the external engine components are added. {0828z

107:14.) Thus, the placement of the external mmment parts identified in the trademark application

2 Honda's functionality expert, James Mieritz, stated that “overall cubic design” refers to the approximately
equal width and height of the GX engine when viewed from the perspective shown in the application at issue,
as well as the overall visual cubic impression of the engine created by the relative position, shape, size and
orientation of the major GX engine components. (Mieritz 102:10-103:20.) Mr. Sugimoto, Honda’'s Rule
30(b)(6) witness for the redesign of the GX engine, described the GX engine as cubic shaped or Sgearish. (
Opposer NOR 3-45:15-19; 46:6-9; 46:10-25.) Motohirgit&uHonda's corporate representative on the issue

of functionality, testified thal

SteveConner, Honda’s Senior Vice President of the
Power Equipment Division, first stated in his depositiwat the phrase cubic design in the application simply
and then changed his testimony at trial to sa

(Conner, 12:1-7, 185:12-186:11Ihdeed,
Honda concedes that the “shape and position of the component parts” are part of the applied-for mark. (Honda
Br.n. 1)
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would necessarily be a part of the functional enginggrrocess, not the later styling of the engine.

2. The Only Features Honda Does Not Admit to Be Functional Are
Insufficient to Render the Overall Function Design Non-Functional.

The only features of the “cubic design” Honda’s withesses do not admit to have functional
aspects are the "complementary" angles, lines andsbelemda now identifies as its “cubic design.” In
its brief, Honda’s own depiction of the “complemtary beveling and shapes” are very minor flourishes
compared to the overall impression of the mark. (Honda Br. 9.) Indeed, Honda submitted the below

image to illustrate the “cubic design” of the applied-for ntark:

However, all of the lines — and the combinationhaf lines — appear to be integrally linked to the
overall “boxy” appearance and shape of the enginechwhionda admits is functional. Further, as

illustrated below, they are hardly distinctive or unique to Hdnda:

Generac Predator All-Power 208 cc

Champion Briggs 550 Kawasaki Robin Subaru EX21

% Honda admits the left side "slant" to the fan cover is functional for directing cool air from the fan to the
hottest part of the engine, but claim that the particular angle is distinctive to Honda. (Mieritz 211:24-212:3.)

* For the Board's convenience, Opposers have submitted more detail on the similarities between Honda's
claimed design and the designs currenigd in the marketplace as Appendix A.
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Finally, to the extent the lines and embellishtearould be consideraghique or non-functional,
they are insignificant when weighed against theraldéunctional shape of the engine and component
parts, and are therefore insufficient to reanttee overall functional design non-functionabee In re
Becton,675 F. 3d at 1374.

3. Courts Have Rejected the Semantic Trickery Honda is Asserting.

Honda’s approach in this case is quitaikir to the approach taken by Tracte

Inc., a manufacturer of a commercial hoist, which recently attempted to assert
dress rights against its competitddee Secalt, S.A;, Wuxi Shenxi Constr. Mach. Cqa
668 F.3d 677, U.S.P.Q.2d 1553'@ir. 2012). Tractel claimed that the overall exterrj
appearance of its hoist was nonfunctionetduse the hoist’'s design demonstratec
“cubist” look and feel. Tractel claimed that the hoistabe shape was part tfe design look,” that the
fins shown were “modern” and “flagli and that its “singular exterior design” set its hoist apart from
competitors because it has “more square edges” and a “rectangular llablkat 683-84. The Ninth
Circuit Court of Appeafs flatly rejected this position, and held that Tractel's “fundamental
misunderstanding,” which infected its entire arguméistthat the presumption of functionality can be
overcome on the basis that its product is visuallyrdjsishable from competing products.” While such
distinctive appearance is necessatry, it is not nedlyssafficient to warrant trade dress protection.

A piece of industrial machinery with “rectangular” components that meet

each other at “right angles,” without more, is wholly insufficient to

warrant trade dress protection. It is not enough to say that the design

portrays a “cubist” feel — so does a square table supported by four legs.

The fins may be attractive but they serve a functional purpose. And the

cube-shaped gear box is simply housing. Except for conclusory, self-

serving statements, Tractel provides no other evidence of fanciful design

or arbitrariness; instead here, “the whole is nothing other than the

assemblage of functional parts, and where even the arrangement and

combination of the parts is designed to result in superior performance, it

is semantic trickery to say that there is still some sort of separate ‘overall
appearance’ which is non-functional.”

® While the Ninth Circuit does not use th®rton-Norwichfactors in making the functionality determination,
their analysis is quite similar.
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Id. at 684° Similarly, in this case, Honda argues that tiverall external appearance of its engine is
nonfunctional because the engine design is “cubic,” “boxy,” “roughly rectangular,” and “the result of
many straight lines in each component part.” (Fujge24-17:2.) Honda alsoains that this “overall
cubic design” sets its engine apart from its cotibggs and emphasizes the fact that other market
participants take measures to differetetine “look and feel” of their engines.

However, as irSecalt,the overall “cubic” look and feel Honddaims is functional. The lines
Honda cites may be attractive, but they servetfans, such as sealing component parts (in the case of
the rib in the middle of the fuel tank), serving as housing for functional components (in the case of the
“cube-like” air cleaner cover), and constitute nothingerthan the assemblage of functional parts, which
results in a compact and efficient engine.

Similarly, Honda’s entire argument that its appifed mark is not functional is infected by two
fundamental problems. First, ast forth above, Honda has improgembrrowed the characterization of
its applied-for mark to very specific lines, angkesd features. Second, Honda believes that simply
because its engine design may be visually distihgbile from competing prodts; it is capable of
trademark protection. HoweverpHda cannot rely on these concepts to escape a finding of functionality.

4, Honda’'s Fundamental Misapplicationof Trade Dress Law Has Infected Its
Application of the Four Morton Norwich Factors.

Honda’s improperly narrow characterization of aggplied-for mark has infted its analysis of
the fourMorton-Norwichfactors.

The Supreme Court has stated that “the disctosfira feature in the claims of a utility patent
constitutes strong evidence of functionalityTtafFix Devices, Inc. v. Mktg. Displays, In632 U.S. 23,
31, 58 U.S.P.Q.2d 1001 (2001). Oppsdsesve submitted numerous patehts not only claim or depict
all or part of Honda’s applied-fdrademark, but also clearly illuminate the purpose for Honda's overall
engine design and certain claimed aspects of the.salrhe ‘344 and ‘961 Utilit Models and the ‘385
Patent claim the overall configuration of the engiri the components located tine same places as the

applied-for mark. Indeed, Honda admits that thegstdibe or claim” the shape and/or placement of the

® The court also affirmed the districourt's finding that the case was "exceptional” and required Tractel to pay
the defendants' attorneys' fees.
11



engine’s component part§Honda Br. 24-25.) The ‘344 Utility Motlepecifies that the particular design
allows the engines to be “not only compact and lightweight, but also adaptable to a wide variety of
applications.” The ‘961 Utility Model explains thhaving certain component parts in certain locations,
namely the controls, improves the functionality tbe engine because individual operations may be
completed on a single plane. The ‘160 Utility Modigscribes a general purpose engine with the same
design as the applied for mark, and describes howd#dsagn, including the slanted fan cover, allows for
cooling of the engine.

Honda argues that the numerous patents identified by Opposers are not applicable because such
patents allegedly do not attributens® functional significance to the very specific lines, angles and bevels
of the GX engine. (Honda Br. 22.) Apparently, Harizklieves that the patents and utility models must
claim each and every specific line and bevel of thgliad-for mark to be germane to the functionality
analysis. This position misses the mark. A patent meedlisclose every minor flourish of an applied-
for trademark to disclose the functionaldf/the design or aspects of the desigee In re Bector§75 F.
3d at 1375 (TrafFix does not require that a patent claim &éct configuration for which trademark
protection is sought in order to undermine an applisaadsertion that an applied-for mark is not de jure
functional.”)

Likewise, when discussing alternate desigri$pnda argues that the engines identified in
Opposers’ trial brief are in fact, acceptable altexrdgsigns. (Honda Br. 26.) Honda argues that these
engines are “visually distinct.” This positionlies on an improperly narrow characterization of the
applied-for mark and results from faulty logic. As &eth above on page 1Many of Honda's so-called
alternate designs not only have the same overall gnanafiion and locations of component parts, they
share substantially the same lines, bevels, stamtsangles that Honda claims to be distinctive.

Not surprisingly, Honda applies the same, narobaracterization of its mark to claim Honda'’s

" Inexplicably, Honda argues that the Board must censgidence of alternative designs even if it finds the
underlying design to be functionalHonda Br. 26.) However, every recent Board and Federal Circuit
discussing thé/orton-Norwichfactors reiterates that "if functionality is found based on other considerations,
there is 'no need to consider theaidability of alternative designs, becaithe feature cannot be given trade
dress protection merely because theeealternative designs availablérire Becton675 F. 3d at 1376 citing
Valu Eng'g. Inc. v. Rexnord Corp78 F.3d 1268, 1276, U.S.P.Q.2d 1422 (Fed. Cir. 2002).
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advertisements do not tout any functional benefits. Honda admit$-tbiatla’s advertising discusses the
functional benefits of the GX,” budlaims that theadvertising does not tout the specific “cubic” look of
the trade dress (the same linesglas and beveling). (Honda Br. 29Jhis also misses the mark.
Applying the description of the mark included in Horsdlwademark application, Honda very clearly touts
the utilitarian advantages of the overall design oértgine, including its compactness and compatibility
with a wide variety of OEM power equipment applications, which constitutes strong evidence of
functionality. Kistner,97 U.S.P.Q.2d at 1924.

Lastly, Honda argues that it has presented suffi@gitence that its design is not dictated by a
comparatively simple or inexpensive method of manufacture. (Honda Br. 29-30). Opposers disagree.
The sole evidence in the record orstfactor consists of the self-semgi, conclusory testimony of Fujita
and Mieritz. Further, Honda again argued that oinéyspecific design elements and lines Honda has now
used to define its “cubic” mark contribute to tlisalysis. Given this improper stance and the scarce
evidence available, the Board would bstified in refusing to weigh the fourtflorton-Norwichfactor in
this case.See In re Bector§75 F. 3d at 1376. If the Board does consider it, it should note that Honda has
cited no authority for the proposition that this factana would be sufficient tprove non-functionality.

5. Honda’s Has Not Consistently Defined its Trademark.

Given all of the above, it is not surprising thatrida’s definition of its applied-for mark has been
a moving target during prosecution history and tbése. Honda has continuously narrowed its
characterization of its mark in response to tlmunting evidence and testimony which demonstrates that
the overall configuration of the engine, the locatiothef component parts, and various other elements of
the engine design are functional. It is also notrising that Honda's enforcement efforts of its alleged

mark have not been consistent with the position Honda takes in this proceeding. Conner testified that

I (Conner B:3-7; 93:2-6) He also testified that
I (c. 92:18-93:1). Notably, however, when walking through examples of
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competitive designs and some of the settlements Honda entered, there was no consistent pattern of

enforcement or the definition of Honda’s “cubic” desigid. 85:8-102:9). Indeed, Conner admitted that

(Id. 222:15-223:12). Whepressed on how market participants could ever

identify the mark given these inconsistencies amtiguities, Conner simply said thjjj|| | [ |

I (¢. 220:9-22:12). Conner also conceded (N

I (¢ (4 264:3-267:4) Similarl.

after comparing various engine designs with the H@a¥angine, Mieritz admitted that, as an expert, he
could pick out the design flourishes of Hondajspléed-for mark, but “the normal, average person
probably might not.” (MieritZA89:7-9.) Indeed, when asked about when an engine would be within the
confines of the applied-for mark and when changettin components would change the overall cubic
appearance, he stated that it would be “in the eye of the beholder” and that it may require a “trained eye”

to pick out some of the small changes or differences between en§eaedd@01:22-203:14.) Likewise,

Fuita stated tn
I (-t 63:24-64:2)

This testimony from three of Honda's keyitmesses illustrates precisely how much “semantic
trickery” is in play in Honda’s trial brief to remove itself from the definition of the applied-for mark set
forth in Honda’s trademark application. Therens doubt, however, thatespite Honda’'s arguments,
Honda is seeking federal protextifor the functional overall engirgesign identified in its trademark
application.

Il THE APPLIED FOR MARK LACKS SECONDARY MEANING

Even if Honda could demonstrate that its engioefiguration has a non-functional design (which

it cannot), Honda has not and cannot demonstratectretumers associate the applied-for mark with

Honda only. At most, Honda’'s evidence shows that the GX engine is a successful product and that
14



consumers associate Honda's distinctive stanttaek color scheme and famous HONDA trademark
with Honda's GX engine. Honda doeg dispute that the entirety of its advertising, and the vast majority
of its sales, feature the GX in its distinctive standard red, white, and black color scheme as well as the
famous HONDA trademark. In addition, Honda’s v$ehe cubic shape and configuration of the GX is
far from exclusive. Lastly, Honda’s distributor stagms and survey evidence are fatally flawed, as they
fail to properly focus on the applied-for mark. Te thxtent Honda now tries to claim that the alleged
secondary meaning of the applied-for mark lies in the engine’s “complementary lines, angles, and
beveling,” there is no evidence of consumer assioaiawith these elements either, let alone enough
evidence sufficient to satisifonda’s heavy burden.

A. The Length of Honda’s Use is Irreleant Because it is Non-Exclusive.

Honda claims that its sale of the GX engirertgig in 1983 is evidence of secondary meaning.
However, according to the Board, the “probative vailithis factor is greatly diminished” when the use
is “not substantially exclusive."Stuart Spector Designs Ltd. Wender Musical Instruments CarP4
U.S.P.Q.2d 1549, 1572-73 (T.T.A.B009). Honda does not dispute that many of its major competitors
have long sold engines with the substantially sauniec shape and configuration as the applied-for mark.
(Opening Br. at 23-25.) In fact, many of these eagjiaven have the substantially same “complimentary
lines, angles, and beveling” as the applied-for mark, such as the engines depicted in Appendix A. Honda
also does not dispute the magnitude of these widadpthird party uses in the United States mdrket.
This substantial third party use means that comssmare accustomed to seeing similarly shaped and
configured engine components in this categong do not rely on such a common configuration to be

source indicatot.

8 For instance, Subaru has been one of Honda’s main competitors in this product category, and has
continuously marketed and sold its EX and SP linehafizontal shaft utility engines in the U.S. since
beginning in 2001. (Conner 251:5-12; Ex. HH; O3NOR J-3-4; 12) (evaluating the GX against “competitor”
engine Subaru Robin EX). In addition, the record shows that Briggs has sold w worth of
engnes with the substantially same cubic shape and configuration as the applied-for mark. (Whitmore 65:6-
69:18; Opp. 6-8.)

° Honda has purposefully lessened consumer association of the GX engine with Honda by allowing OEMs to
prominently display their trademarks directly or t8X engine. Consumers who see these engines would
necessarily either believe they wenet out by the OEM or that they were from both the OEM and Honda. As
such, this practice will lead consumers to associaeapplied-for mark with more than one source. In
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Rather than deny that these significant third pasgs exist, Honda went to great lengths to have
witnesses identify minor differences between the thady engines and the dgal-for mark. Honda's
strategy here misses the mark. First, as Honda does not dispute, third party use does not have to be
identical to preclude secondary meaning. (Opposer Br. 40.) Second, Honda's argument flies in the face
of its position that the large GX (GX240, GX27®X340) and redesigned midsize GX (GX120, GX160,
GX200) have the same commercial impressiontlas applied-for mark, despite their numerous
differences. (Honda Br. 51-54, n. 32; Conner 26164.22; 202:19-212:5.) Third, Honda’s position is
inconsistent with its strategy to enforce the appfmr mark against engines that are “substantially
similar” in appearance, not just identical. (Can@&8:24-220:3.) Thus, Honda's attempt to avoid the
significant third party use evidencetime record by identifying minor differences must fail.

B. Honda's Advertising and Sales Merly Show that the GX is Successful.

Opposers do not dispute that the GX enginelesn a commercially successful product. This
does not, however, demonstrate that consumers viewgplied-for mark as a source indicator. As the
Board held inStuart Spectgr‘mere figures demonstrating successful product sales are not probative of
purchaser recognition of a configuration as an indication of sourB&uart Spector Designs, Lid4
U.S.P.Q.2d at 1572 (“substantial sales and matkate over the years” not enough to establish secondary
meaning);see also In re Boston Beer Co. L.P198 F.3d 1370, 53 U.S.P.Q.2d 1056 (Fed. Cir. 1999)
($85,000,000 in annual sales revenues and $2,000,000 in advertising expenditures found insufficient to
establish acquired distinctivenesd).

Further, even if the sales figures were sufficienestablish that there is a singular association

response, Honda notes that these engines still say “Honda,” a fact that Opposers do not dispute. Honda also
explains the reason why it allows OEMs to place their brands on GX engines. But neither argument addresses
Opposers’ point that consumers viewing these engines will likely associate the engine’s shape and
configuration with a source other than just Honda.

% Honda mischaracterizes tBeorge Bascltase, a Second Circuit case finding that there was not an “absence

of evidence” to support secondary meaning based on long exclusive use, sales, and advertising, not simply raw
sales figures or advertising expenditures as Honda contends on page 36 of itSdwigle Basch Co., Inc. v.

Blue Coral, Inc, 968 F.2d 1532, 1355 (2d Cir. 1992) . Similarly, th Gear court upheld a secondary
meaning finding for which the lower court relied on evidence of copying, sales, advertising, media coverage,
and survey evidence, not simply the “sales figuressandnonths of advertising” Honda misleadingly states

on page 32 of its briefL.A. Gear, Inc. v. Thom McAn Shoe Ci2 U.S.P,Q.2d 1001, 1008-1011 (S.D.N.Y.

1989). As such, Honda fails to cite a single case that finds secondary meaning based on sales and advertising
alone.
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with the appearance of the GX engine, that aatioti would necessarily include association with the
engine’s distinctive color scheme, not just the appla mark. Mr. Connor admitted t_ of the
sales are in the distinctive red, white, and black color scheme. The next most sold GX engine, roughly
- is black. But Honda concedes that the adeklversiorof the GX is meant for OEMs that sell
power equipment with their own color schemesthad the GX utility engine will blend into the OEM
power equipment and are not meant to stand oebtsumers. (Conner 124:25-128:12; Opp. 33-35;
App. 72.) The remaining small percentage of salesfar engines in just a \ie specialty colors that
Honda uses to specifically match the OEM power equipment color branding scheme. (Conner 128:13-
129:15.) Honda's sales figures illustrate the point that Honda and the utility engine marketplace use color
schemes, not the shape of engine components, to function as source indicators for consumers. Honda’s
sales data therefore does not support secondary meanhegagplied-for mark without regard to color.
Likewise, Opposers do not dispute that Honda has spent a significant amount of money to
advertise the GX engine. However, Honda concedasnibne of its marketing material contains any
language that directs the consumer to any aspdbteddpplied-for mark, let alone any “complimentary
lines, angles, and beveling.” As such, Honda’s a@thesnents fail to create an association between the
applied-for mark and Honda in the eyes of eoners. Under well-settled Board law, Honda's
advertisements therefore dot support secondary meaniig(Opening Br. at 40-41; 43.)
At the same time it argues that look-for advertjss not required, Honda claims that somehow
its hero shot is “tantamount” to look-for advertisingiHHonda Br. at 35.) Honda's position is wholly
unsupported by any legal authoritydais contradicted by the well-settled law that precludes an applicant
from relying on advertisements that simply show the prod@®&#e, e.g.Stuart Spector Design94

U.S.P.Q.2d at 1572 (*’Look for advertising . . .edonot refer to advertising that simply includes a

" The YamahaandBlack & Deckercases are distinguishable. Yamahathe subject design was advertised

“not always with the brand name discernible in theeatising copy,” whereas Honda never advertises the GX
without the Honda name or distinctive color scherf@amaha Int’l. Corp. v. Hoshino Gakki C&. U.S.P.Q.

2d 1001, 1010 (Fed. Cir. 1988). Btack & Deckerthe Board found secondary meaning in a key head design
despite a lack of look-for advertising where the applicant submitted five trademark registrations of other key
head designs showing that it was industry practice to use key head shapes as source idanifiBtack &

Decker Corp.81 U.S.P.Q.2d 1841, 1844 (T.T.A.B. 200®o such evidence is present here.
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picture of the product or touts a feature in a non source-identifying manner.”). Honda also does not
dispute that it has always used a color hero sghowimg the GX engine in its distinctive red, white and
black color scheme. And even when Honda usaskbind white marketing materials, it shows the
Honda GX in its three color scheme, including its signature white fuel tank. Honda offers no evidence
that consumers erase the GX’s distinctive coloesah from their minds, leaving only the applied-for
mark as a source indicator. In fact, one of Honda's ads clearly makes the point for Opposers: consumers
recall the GX in their minds in red, white and blaglpp. 78.) As such, any source indication function
that the hero shots create must be with the engioelor.*?

Notably, rather than containing any languageating the consumer to look for any elements of
the applied-for mark, Honda’'s marketing materialeetpdly direct consumers to look for engines with
the Honda name (See, e.g.App. 69) (“trust the engines witthe Honda name”). Even the Honda
executive responsible for developing, reviewing appraving GX marketing materials testified that he
would need to see the HONDA trademark to knowethler the engine depicted in the application
drawing was a Honda. (O4NOR K-15:1-13; 20:24222: That candid admission alone should preclude
a finding of secondary meaning. And, as discusse@pposers’ opening bfieHonda’s advertising
goals were solely related touting the engine’s superior fuimnality. Opening Br. at 25-26.

Regarding Honda’s advertisirexpenditure evidence, Honda has conceded that it did not know
how much of this money was spemt advertisements that actualllinded images of the engine shown
in the trademark application. (Conner 238:22-239As) such, Honda’s evidence regarding advertising
expenditures is over inclusive and not very probative on the iee AS Holdings, Iné07 U.S.P.Q.2d
at 1838 (advertising expenditures that merely “inefuadvertisements for applied-for mark “do[] little to
help establish that the [appliedrimark] acts as a source identifier in the minds of consumers.”).

C. Honda'’s Distributor Statements are Irrelevant to Secondary Meaning.

Honda'’s distributor statements suffer from numerous problems that render them irrelevant to the

2 Indeed, all of Honda’s settlement agreements define the GX Engine Trade Dress via photographs of the
engine in the three color scheme. App. 93-103. The only non-color depiction of the GX engine Honda can
point to is a single advertisement that was meant to highlight the differences between the Phase Il GX and the
redesigned GX. (App. 83.)
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secondary meaning analysis. First and foremost, the statements show imageshef &ymplied-for mark
anda photograph of the Honda GX engine showiregHfONDA mark and distinctive three color scheme
visible in black and white, and the statementfsrence both the mark and the photograph. Opp. 45
(“[e]ngines having the appearance ahdpe shown in the attached drawamgl photograplare known to

me as being sold by Honda.”) (emphasis added) ,Tthaese statements are irrelevant to the question of
whether the applied-for markah achieved secondary meanin§ee In re FloristsTransworld Delivery,

Inc., 106 U.S.P.Q.2d 1784, 1793 (T.T.A.B. 2013) (according liw#eght to customer declarations in part
because they did not account for unclaimed subject matter on the images accompanying the declarations).
Second, Honda prepared the declarations and naihe dlistributors made any edits aside from filling in
the blanks Honda provided. Conner 157:24-158:2; 1%89; 160:3-8. Such declarations are “less
persuasive than statements e@gzed in declarants’ own wordslfi re Pohl-Boskamp GmbH & Co. KG
106 U.S.P.Q.2d 1042, 1051 (T.T.A.B. 2013). Thire, declarations suffer from a lack of geographic and
marketplace diversity, failing to indicate where trexldrants reside and representing a mere subset of
GX customers.Id. at 1793-94 (criticizing declarations for failj to note where the declarants resided);
Mantis 13:1-25 (identifyig OEMSs, retailers, wholesalers, rental yards, and equipment purchasers as
additional classes of GX customers). Finally, the atations contain conclusory statements that do not
specify what is allegedly distinctive about the applier mark, and the declarsnare all self-interested
Honda distributors. Conner 158:3-15; 20-23. Theskects render the declarations inadequate on the
issue of secondary meaningee In re Pacer Technolag338 F.3d 1348, 1353 (Fed. Cir. 2003) (Where
multiple affidavits are “nearly identical,” “conclusorilyorded,” “fail to explain what it is about [the
applied-for mark] that is unique or unusual, astidictive,” and “represent the views of a small segment
of the relevant market,” “they are not the kind‘cdmpetent evidence’ that could carry [Applicant’s]
burden of rebutting the PTO’s prima facie case [of non-distinctivene’s).”).

D. Honda’'s Evidence of Alleged “Copying”Does Not Support Secondary Meaning

3 Honda’'s awards related to the GX are similarly irrelevant to secondary meaning. Honda admits that the
awards were unrelated to the appearance of the engine, but rather given based on “the overall utilitarian
operation of the engine and the functionality.” (Conner 232:21-234:5.)
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Honda’s alleged copying evidence fails to destrate secondary meaning because there is no
evidence that the third parties offdreimilarly shaped engines to creabnfusion as to source. Copying
is “only evidence of secondary meaning if the defendant’s intent in copying is to confuse consumers and
pass off his product as the plaintiff's.Stuart Spector Designs Lid®4 U.S.P.Q.2d at 157Sge also
Alcatraz Media, Inc. vChesapeake Marine Tours Ind07 U.S.P.Q.2d 1750, 1766-67 (T.T.A.B. 2013)
(rejecting copying evidence due to lack of an intientause confusion). There is no evidence that the
purported “copies” cited by Honda wepeoduced to confuse consumé&tsin fact, as the settlement
agreements show, these third parties all labeled their engines with their owlmbraes, indicating that
they did not desire to trade off Honda’s alleged goodwill.See Stuart Spector Designs L&d.1575
(noting that alleged copies “clearly display the mawtirer's trademark or trade name on the guitar.”);

In re Valkenburgh 97 U.S.P.Q.2d 1757, 1768 (T.T.A.B. 2011) (rejecting alleged copying evidence
because “the ‘copier’ has identified its product with a woatk . . . that is different than applicant’s . . .
word mark.”). As such, Honda’s alleged copying evidence does not support secondary meaning.

E. The Survey Evidence Strongly Support§he Lack of Secondary Meaning

1. Honda Concedes the Fatal Flaws in Mr. Mantis’s Survey.

Honda’s half-hearted defense of Mr. Mantis's survey attempts to distract the Board from the
survey'’s fatal flaws. Critically, Honda concedes that Mr. Mantesss photo shows a GX engine with a
three color scheme, including Honda’s signature whitd tank. Honda also does not dispute that
consumers associate this color scheme with HondéheRalonda’s only justification for Mr. Mantis’s
admitted use of color in his test photo is to arga Mr. Poret also performed a color survey. (Honda
Br. at 42.) But just two pages later, Honda assedsNh. Poret's use of color in his survey “destroys
any probative value of the survey.” (Honda Br. at 44.) Honda does not explain how Mr. Poret's use of

color could “destroy any probative value,” while Nitantis’s use of color would not do the same.

4 The evidence strongly suggests that any copying of the GX engine was done for purely functional reasons

i.e., to fit within OEM equipment that was designed around the specifications of the GX. (Conner 72:22-74:2)
(Whitmore 75:22-

76:13) (Chinese competitors on the low end of the market sell engines designed to fit within the GX engine’s

footprint).

> This is also true for the engine shown at Opposers’ Exhibit 60, for which there is no actual evidence of

copying aside from Honda’s speculation.
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Likewise, Honda does not deny that Mr. Nlais control photo lacks the same three color
scheme as his test photo, and fails to cite anylaaseupporting Mr. Mantis’smproper methodology of
controlling for the impact of color through verbatifisHonda also does not deny that using verbatims in
this manner ignores the fact that respondents dalmays say what they’re thinking. And Honda's
attempt to explain Mr. Mantis’s mtetdology in controlling via verbatims disregards the fact that there is
no way to know whether a “trade dress elementabor actually prompted the Honda response. (Honda
Br. at n. 21.) For these reasons, in addition to the other defects in Mr. Mantis’s survey that Opposers
described in their opening brief, Mr. Mansisurvey should be accorded no weight.

2. Mr. Mantis’s Survey Did Not Test for Secondary Meaning in the
“Complimentary Lines, Angles, and Beveling”

As discussed, Honda now argues that the “compliarg lines, angles, and beveling” constitute
the non-functional features that “create the distincrailzeubic look” of the applied-for mark. This is
fatal to Mr. Mantis’s survey because Mr. Mantigl diot test for secondary meaning in these specific
features. First, not a single respondent identified Gfrthese features when they were asked why they
believed the test photograph was a Honda. (App. B&tead, the responses were far more general, such
as “it looks like a Honda,” and Mr. Mantis counted any response that gave any “design or overall
appearance-related reason.” (App. 62; Mantis 12¥38.) Second, Mr. Mantis failed to weed out
association due to the mark’s shape and configurdiéamause he used a control engine with a different
overall configuration from the applied-for mark. (A@®; Poret 1l 33:9-35:24.) As such, Mr. Mantis’s
survey failed to test for the elements thimnda claims comprise ¢happlied-for mark.See Thomas &
Betts Corp. v. Panduit Corp65 F.3d 654, 662-63 (7th Cir. 1998A survey which asks consumers to
identify the source of a product based on its overall configuration when most of the product’s
configuration is functional is worthless in determining whether a particular product feature has acquired
secondary meaning.”Eifing Textron, Inc. v. U.S. Intern. Trade ComnYB3 F.2d 1019, 1027 (Fed. Cir.
1985)); Straumann Co. v. Lifecore Biomedical In@78 F. Supp. 2d 130, 137-38 (D. Mass. 2003)

(rejecting a survey that failed to shoecendary meaning for non-functional feature#jr{(g Textron).

6 Mr. Mantis admitted that he could have controlled for color via a control photograph with the same three
color scheme as the test photograph. (Mantis 161:11-162:14.)
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3. Honda's Critiques Regarding Mr. Paret’s Survey are Immaterial and
Inaccurate.

Honda’s critiques regarding Mr. Poret's sunane immaterial, and in some instances, simply
inaccurate. Honda’s first argument that Mr. Pored ‘ftbt understand the scope of the applied-for mark”
is specious. As Mr. Poret stated, he did not neekihow what Honda meant by the language in its
application — which Honda’s witnesses do not even seem to agree onorder to perform a proper
survey, because he showed the greyscale Hondan@Xee photograph to the respondents. (Poret Il
74:16-75:5.) Honda cites no authority for the proposithan a survey expert must “understand” what
the description of the mark refers to in the drawing for the survey to be valid, and does not explain how
Mr. Poret could have even reached such an “undwlistg’ at that stage in the opposition. Honda also
fails to present any evidence that Mr. Poret’s “undaditay” of the mark affected his survey results.

Next, Honda contends that Mr. Poret's cadorvey is improper because it includes “irrelevant
subject matter.” This ignores the fact that Mrré?s also conducted a non-color survey with greyscale
photographs that showed only 19% association, asal ignores Mr. Poret’s purpose in performing a
color survey: to show the Board the full extentted impact of Honda’s three color scheme on consumer
association. (Poret 41.6-42:3.) And of course, if Hoisdcorrect that Mr. Porat’color survey should be
disregarded, then Mr. Mantis’s survey should alsdibeegarded. But the reason why Mr. Poret’s color
survey is probative while Mr. Mantis’s is not isathMr. Poret controlled for color by creating a red,
white, and black control photogtapwhile Mr. Mantis did not. (Opp. 69.) And because Mr. Poret
effectively controlled for color, his color survejfextively weeded out regpmses based on color, thus
yielding an accurate 9.7% net association figurdte applied for mark. (Poret Il 52:23-54:15.)

Honda’s next argument regarding Mr. Poret’s efsthe Subaru Robin as a control is inconsistent
with the vast majority of its trial brief, in whidHonda spends considerable time arguing that the Subaru
Robin is not substantially similar to the applied-foark because it does not contain the minor elements
that Honda contends creates the allegedly distinctdboke applied-for mark. (Honda Br. at 16, 17, 27,

28, 33, Appendix C.) Likewise, Honda stipulatedhisettlement agreement that the Subaru Robin does

¥ See, e.g Conner 135:17-106 [
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not embody the applied-for mark. (Conner 248:3-248#. 93.) According to Mr. Poret, this makes
the Subaru Robin the perfemntrol® (O11NOR RR-11, 13 (proper control contains all the elements of
the test except for the claimed mark whose influence is being assessed); Poret Il 51:7-52:8.)

Honda’s additional arguments regarding Mr. Persurvey are minor and unavailing. Mr. Poret
used the same universe as Mr. Mantis, and Hond@s$m@o showing — and indeed does not even claim —
that the ratios between segments that Mr. Mantis used were in any way superior to Mr. Poret’s ratios, let
alone that the differences in ratios had any mateffiatteon Mr. Poret's survey. (Poret Il 45:1-46:23.)
Honda’'s next criticism regarding Mr. Poret’s charaztgion of the Subaru Robin as an overhead valve
engine is backwards. Once Mr. Poret identified Honda GX as an overhead valve engine, he was
obligated to do the same for the Subaru Robin. (Poret Il 46:24-49:10.) And, to the extent that
respondents were able to identify theb&ru as an overhead cam engine, it woattlicethe likelihood
that such respondents would identify the engine as a Hondantmaasingthe net association number.

Id. Honda does not point to any verbatim responses indicating that this instruction biased any of the
answers. (Mantis 173:18-174:7.) Likewise, Honitascno evidence that Mr. Poret’s decision not to
rotate his answer choices affected his survey resits,in fact Mr. Poret did control for order bias by
presenting the questions in the same order fores$teaind control subjects. (Mantis 176:3-177:15; Poret

I 49:11-51:6.) Mr. Poret has constructed many swveythis manner, and has never been criticized on

this basis. (Poret Il 50:2-7.) Finally, Honda offers no evidence that Mrt'Sorerviewers failed to

properly record responses, and Mr. Poret was notatkligto independently validate his survey results
because he used a professional telephone interviewing service he’s used many other times whose calls
were being monitored by the interview company, Moret’'s staff, and Mr. Poret himself. (Poret I
55:17-59:19.)

In sum, Honda’s critiques of Mr. Poret’s sunag immaterial, inaccurate, and meant to distract
the Board from Mr. Mantis’s survey which, iilonda’s own words, “lacks probative value.”

Il. THE APPLIED-FOR MARK IS GENERIC

18 This is another example of Honda trying to have it both ways, arguing on one hand that the Subaru Robin
has a “distinct” overall look from the applied-for mark (Honda Br. at 33), while on the other hand it is too
similar to the applied-for mark to act as an adequate control.
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As discussed in Opposers’ opening brief, thpliad-for mark has becontbe industry standard
shape and configuration through widespread useéyy of Honda’'s major competitors. Honda has
failed to enforce its alleged trade dress rights agaimg of these third parties, even expressly allowing
them to market and sell these engines,thedapplied-for mark is therefore genéfic.

V. HONDA HAS ABANDONED THE APPLIED-FOR MARK

Honda does not dispute that it redesigned #ppearance of the GX engine, and that it
permanently ceased importing and manufacturing for usieeit.S. the prior engine design (“Phase II").
Honda also does not dispute that it created newketiag materials for the redesigned engine, and
destroyed the old marketing materials. Instead, Honda hangs its hat on the Phase Il engines it claims
remain in inventory. (Honda Br. at 51.) But Horglasses over three important distinctions. First, the
applied-for mark shows the midsize GX erggin not the large GX engines like the GX 390 and
GX390RT1 Honda references in footnote 32. Secondr,lﬂnidsized GX engines are currently left in
inventory, and these engines have sat on the shslmee 2012. (Opp. 50-5@onner 171:11-176:24.)

Third, thes' engines do not embody the applied-fok tnacause theljave cyclone-style air cleaners.
(Opening Br. at 28.) Even if these engines embottiedapplied-for mark, this would be an insufficient
amount to constitute “use” for purposes of abandonm8&ee Nabisco Inc. v. Wm. Wrigley Jr. C40
U.S.P.Q.2d 1251, 1257-58 (T.T.A.B. 1995) (sale of 340 products bearing mark was “insufficient to
contravene or rebut [] primadie showing of abandonment...”).

Honda attempts to get around its own non-use of the applied-for mark by attempting to rely on
use by its distributors and dealers. But, even if Honda'’s distributors and dealers were in fact still selling
the Phase Il GX engine — and Honda provides no eg@showing this other than speculation by its
witness — it would not be enough to prove useHmonda sufficient to rebut Opposers’ prima facie
showing. See Parfums Nautee Ltd. v. Am. Intl. Ind&2 U.S.P.Q.2d 1306, 1309 (T.T.A.B. 1992) (“A
party cannot defend against a claim of abandonrbgnrelying on some residual goodwill generated

through post-abandonment sales of the product by distributors or retailers.”).

¥ Honda’s argument that the approved Lifan engine shown on p. 51 of Opposers’ opening brief “differs
significantly” from the applied-for mark demonstrates the lengths Honda will go to avoid a finding of
genericness.
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Honda also does not deny that it is currenthgaleto import or manufacture for sale in the U.S.
the Phase Il GX, that it is unaware of any docuimealiscussing the possibility of using the Phase Il
engine in the future, that there is no project teamently working on the Phase Il design, that Honda
took all new photography for its marketing materialsat Honda destroyed all marketing materials
showing the Phase Il design, and that Honda does metdrey plans to advertise the Phase Il design in
the future, let alone present any evidence showingHbata intends to resume use of the applied-for
mark. (Opening Br. at 27, 55.) As such, Opposeve satisfied their burden to prove that Honda does
not intend to resume use of the applied-for mark.

Finally, Honda does not deny that the redegig@X eliminated virtually all of the elements
Honda argued to the Examiner were distinctive, such as ribs on the carburetdf tioekt,on the air
cleaner cover, and beveled top edges, gitlmgredesigned GX, in Honda's own worc-
I  (03NOR J-3-4) Indeed, in addition to the shape and
configuration of the engine, these were timdy elements Honda listed in iddarch 4, 2009 response to
office action as being allegedly non-functional. Horadso ignores the fact that one of the main
elements it identifies in its trial brief as contributing to the distinctiveness of the applied-for mark —
“complimentary angles of its bevels” — is not present in the redesigned GX. If these elements are, as
Honda claims, distinctive, then Honda’s removalttedse elements must have changed the commercial
impression of the GX engineSee In re CTB, Inc52 U.S.P.Q.2d 1471, 1476 (T.T.A.B. 1999) (deletion
of “distinctive subject matter” constituted a material alteration of the mark).

CONCLUSION

For all the foregoing reasons, Opposers' opposition should be sustained.

' Honda’s refusal in its trial brief to even mention the ribs on the carburetor cover, let alone acknowledge their
distinctiveness, perfectly illustrates Honda’s opposition-driven approach to interpreting the applied-for mark.
Honda has repeatedly stressed the distinctiveness of this element since prosecution of the applied-for mark.
For example, in its March 4, 2009 response to office action, Honda argued and its two functionality experts
opined that the ribs were “ornamental and arbitraryikewise, Honda’s trial viness Mr. Conner described

the ribs a i T ¢ Honda's functionality expert Mr.

Mantis testified that the ribs were “distinctive stylistic features of the GX engine.” (Conner 211:5-16; Mieritz
191:21-192:6.) Of course, because Honda removed the ribs when it redesigned the GX engine, it has now
changed course and is attempting to minimize the commercial effect of the ribs to avoid a finding of
abandonment.
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APPENDIX A

THIRD-PARTY ENGINES WITH SAME COMPLEMENTARY
ELEMENTS HIGHLIGHTED BY HONDA IN ITS TRIAL BRIEF

Generac

Complimentary
Beveling

Parallel Inner Vertical
Lines of Air Cleaner
Cover and Fuel Tank

Belt-Like 2 T
[ Slanted Fan Cover ] Cl:la:'lg::ke Cover A(])fgl:ljgd
With Rib of Fuel Tank




Parallel Inner Vertical
Lines of Air Cleaner
Cover and Fuel Tank

Predator

[

Belt-Like Area of Air
Cleaner Cover Aligned
With Rib of Fuel Tank
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All-Power 208 cc

Complimentary
Beveling

Parallel Inner Vertical
Lines of Air Cleaner
Cover and Fuel Tank

| Slanted Fan Cover |




Lifan (EquipSource)

Complimentary

| Slanted Fan Cover |
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Champion

Complimentary
Beveling

Parallel Inner Vertical
Lines of Air Cleaner
Cover and Fuel Tank

Belt-Like Area of Air
Cleaner Cover Aligned
With Rib of Fuel Tank

| Slanted Fan Cover |
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Blue Max

[ Complimentary Beveling ]

Parallel Inner Vertical
Lines of Air Cleaner
Cover and Fuel Tank

Belt-Like Area of Air
With Rib of Fuel Tank

| Slanted Fan Cover | [ Cleaner Cover Aligned
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Briggs 550

[ Complimentary Beveling ]

Parallel Inner Vertical
Lines of Air Cleaner
Cover and Fuel Tank

| Slanted Fan Cover |




Kawasaki

Parallel Inner Vertical
Lines of Air Cleaner
Cover and Fuel Tank

Cleaner Cover Aligned
With Rib of Fuel Tank

E
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Robin Subaru EX21

Parallel Inner Vertical
Lines of Air Cleaner
Cover and Fuel Tank

Cleaner Cover Aligned

Belt-Like Area of Air
With Rib of Fuel Tank
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APPENDIX B — OPPOSERS’ RESPONSE TO HONDA'S EVIDENTIARY OBJECTIONS

l. Testimony of Professor John Reisel.

Contrary to Honda's objections, Professor JohisdRds more than qualified to provide the
opinions he has in this case. Dr. Reisel is a maechlaengineer with extensive experience with engines
that qualifies him as an expert permitted to prevaginion testimony about the mechanics of engines.
Honda’s motion to strike his téstony should therefore be denied.

A. Dr. Reisel is Qualified to Provide the Expert Testimony Given.

Dr. Reisel is qualified to opinen the functionality of enginesAn expert’s opinion testimony is
admissible if: (1) the expert is qualified by knowledgkill, experience, traing, or education on the
subject matter of the testimony; (2) the testimony is reliable—based on sufficient facts or data, and the
product of reliable principles and methods that are reliably applied to the facts of the case; and (3) the
testimony is relevant—uwill assist the trier of facdee Daubert v. Merrill Dow Pharm., InG09 U.S.

579, 27 U.S.P.Q.2d 1200, 1204-05 (19%&k alsd-ed. R. Evid. 702.

By the very terms of Rule 702, education experience related to the subject matter of the
testimony can provide qualifications to opime that subject matter. Fed. R. Evid. 762 alsdRoman v.
Western Mfg., In¢.691 F.3d 686, 692-93 (5th Cir. 2012) (findiimglividuals to be qualified as experts
because they each held Ph.Ds inrthespective fields of mechanical engineering and material science,
and therefore had specialized "knowledge, skill, expeeigtraining or education,” even if they lacked
specific industry experience). Through his education and professional experiences, Dr. Reisel has
developed specialized knowledge thakes him qualified to opine dine functionality of components of
the GX engine. Dr. Reisel has a PhD in medawnengineering, or the design, analysis and
manufacturing of devices that include moving parts. His specific qualifications include: (1) nine years of
post-high school mechanical engineering educai{i@na professional engineer license; (3) twenty-one
years of experience teaching mechanical engingerourses, including teaching an advanced course on
engines fourteen times; (4) experience conductingsapérvising research on engines; (5) experience as
the associate director for the Cenkenr Alternative Fuels, focusing primarily on small engines; and (6)

experience working with the Wisconsin Small Eng@@nsortium. He has refined his understanding of
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general mechanical engineering principles like heat transfer, thermal dynamics, fluid mechanics, machine
and component design, material science, and engineering economics, and how they apply to engines.
Specifically, Dr. Reisel has applied the general raaial engineering principles to small engines,
including vertical shaft engines. Dr. Reisel atgment considerable time with Kohler and Briggs &
Stratton engineers to familiarize himself with the pafticengines at issue in this case. (See Reisel 6:24-
8:11, 9:10-24, 12:16-35:24.)

Dr. Reisel’s testimony falls squarely within thébgect matter of his expest: small engines. Dr.
Reisel offered opinions on a multitude of functioaapects of an engine, which ultimately affects the
external appearance of the engine. (Reisel 26:5-62:8.) His opinions related to features like the overall
compact design, the slated fan cover, the positiorehgpe, and beveling of the fuel tank, the position
and shape of the air cleaner, and placement of the control levéd9. Dr. Reisel’'s mechanical
engineering experience with engines qualifies himgime on these functional components of the engine,
which ultimately informs the external appearance of the en@ee.Daubert509 U.S. 579.

B. Honda's Motion is Without Merit

Honda’s argument that Dr. Reisel is unqualiftedoffer his opinion testimony (1) rests on a
mischaracterization of the subject matter of hismigpis, and (2) improperly n@ws the scope of his
experience, missing the mark on what is necessary to qualify as an eXpestighout its argument,
Honda characterizes Dr. Reisel’'s testimony to pertain to the “external appearance” of an engine. (Honda
Br. A-9-A14.) In doing so, Honda completely misslas point. As demonstrated above, Dr. Reisel has
offered opinions on the functionality of various qmmments of the engine, each of which affect the
external appearance of the engine. Despite Hond&spnetation, Dr, Reisel's testimony is not limited to
(nor should it be limited to) the external appearance of the engine. Dr.®R&siBimony on functionality
falls squarely within his experience with engines.

Honda also attempts to undercut Dr. Reisel'slifications by arguing that he has not worked
with either the precise engine at issue or the eypet of engine, and claim his pollution focus somehow
eliminates his qualifications to opine on more basic functionality. (Honda Br. A-11-13.) However, Dr.

Reisel's experience need not be the precise issue before the court to be admissibteizontal shaft
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engines—so long as the fit between his qualificegi and the proffered opinions render the opinions
sufficiently reliable?’ See Romar691 F.3d at 692-93 (witnesses qualifiedestify about the failure of a
stucco application pump despite neither expextintga experience in the stucco industry, where one
worked with a similarly designed product and had a Ph.D. in mechanical engineering and the other had
experience with malfunctioning machinery and a Ph.D. in material science). The engineering principles
apply equally to vertical and horizontal shaft engiresl thus Dr. Reisel's experience has a sufficient fit

with the issue here. (Reisel 20:4-21.) Further,Risel spent considerable time in this case examining

the engines at issue. (Reisel 23:24-25:24.)

Finally, Honda's critiques of Dr. Reisel onetlgrounds that his expertise in mechanical
engineering is not sufficient to provide expertropns on the alleged non-functionality in this case is
directly belied by the fact that Honda has reliedamnindividual with similar credentials to provide
opinions on functionality Honda's applied-for mandaalleged GX trade dress. Specifically, during its
trademark prosecution, Honda submitted the Dectaraidf Kevin Hoag, in support of its argument that
the applied-for mark is non-functional. (Office Amti Response 3/4/2009, Declaration of Kevin Hoag.)
Honda also retained Mr. Hoag to provide exmginions on these technical issues in Honda's litigation
against The Pep Boys in 20055e€O8NOR.) Mr. Hoag's qualifications are very similar to those of Dr.
Reisel's, although Mr. Hoag does not even have R. PiHde is professor, educated in mechanical
engineering, however, and has been relied on extepdiyeHonda with respect to its applied-for mark

and alleged GX trade dress right&e€Office Action Response 3/4/2009, Declaration of Kevin Hoag.)

% None of the four cases Honda religson compel its conclusion on Dr. Reisel's qualifications. For example,

in Ancho v. Pentek Corpthe appellate court upheld a finding b thial court that a mechanical engineering
degree alone did not qualify the witness to testify about redesigning a manufacturindlplaft3d 512, 518

(7th Cir. 1998). InRalston v. Smith & Nephew Richards, Jrtbe appellate court affirmed a decision by the

trial court to exclude testimony bykmard certified orthopedic surgeon with an expertise in oncology on the
adequacy of the product warnings for a surgical davéesl on a former cancer patient. 275 F.3d 965, 969-70
(10th Cir. 2001). The witness had admitted she knew nothing about the device, nor drafting surgical
techniques or product warnings, and thus her opinionghe warnings fell outside her expertise of general
surgical principles. Id. In Shreve v. Sears, Roebuck & Cthe district court excluded testimony of a
mechanical engineer who had no experience with snoowdrs, the product at issue in the case, except an
hour and a half that he spent with the product dusimgmer conditions. 166 F. Supp. 378, 392-93 (D. Md.
2001). Finally, inPooshs v. Philip Morris USA, Incthe court found “an epidemiologist with expertise in
health behavior and the use of cigarettes” was unqualified to opine on cigarette design. 904 F. Supp. 2d 1009,
1019 (N.D. Cal. 2012). In each casiee qualifications angroffered opinioned lacked the fit necessary to
render the opinions relitbunder federal law.
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Conclusion

Dr. Reisel possesses specialized knowledge, skpfergence, training, and education related to
small engines that qualify him as an expert to opimé¢he functionality of the challenged components of
the GX engine at issue. Accordingly, the Bodrdwd deny Honda’s request to strike his testimony.

Il Documents from Foreign Trademark Proceedings

Contrary to Honda’s mischaracterization, Opposers do not rely on the objected-to foreign
trademark documents for any legahclusions or application of “forgn trademark standards.” Rather,
Opposers rely on observations and admissions codtaintese documents that are not specific to any
foreign laws or market€. Honda’s objection should therefore be denied.

Honda objects to two documentdmitted by Opposers. The fiistan OHIM opinion regarding
a trade dress application for the GX engine. Opposers do not rely on OHIM’s ultimate conclusion.
Rather, Opposers submitted the OHIM decision for the tribunal’'s observation that the vertical and
horizontal planes of the GX engine are “in line” in order to create a more compact engine. (O1NOR E-
21, para. 19.) This observation is relevant to the issue of functionality, and Opposers do not rely on any
legal conclusions the tribunal may have drawn fibmThis document therefore does not fall under any
of the authority Honda cites, anahila’s objection to it is meritless.

The second foreign trademark document on whipphd3ers rely is a submission by Honda to the
Istanbul Commercial Court. This filing is relevant because it reflects Honda’s views that the GX engine
is “renowned . . . for occupying little space” and titat red, white, and black color combination is the
“most important feature” of the GX engine trade dre€31NOR E-66-67.) These statements were made
by Honda’s agents in the context of the “world market,” and there is no indication they were limited to
Turkey as Honda claims in its objectiond.(at E-66, paras. 4, 5; 67, para. 7; 70, para. 9) (‘Shape

and colour compositionof the ‘GX Series’ General Purpose Enginesbecame known by everybody

and further reached an eminent distinguishability by its qualityas a result of not only their sales all

through the world_starting from the beginning tbk 1980s through Our Client’'s wide distribution

%2 This is in contrast to Honda's Exhibit I, which Honda submits solely to show, without any context or
discussion, that a foreign trademark tribunal allowedtveppears to be a six-sided trademark showing the GX
engine to register.
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network of which we attached a list, but also throtighadvertisements and promotions that is given by
the client for years imll over the world and in Turkey.”) (emphasis in original, final emphasis added).
Indeed, Honda's acknowledgement that the reditewrand black color combination is the “most
important feature” of the GX engine trade dress wasspetific to the Turkish market or Turkish law,
but rather stated as a background fact regarding the engine in gddesdlE-67, para. 7. Itis therefore
admissible as an admission by Honda.

In sum, because Opposers do not rely on thécapipn of any foreign trademark standards or the
decisions of any foreign trademark tribunalsn@ined in the two objestd-to documents, Honda’'s
objection should be denied.

1R Japanese Utility Models.

Honda seeks to strike Opposers’ Exhibits T-GBjch contain Japanese utility model evidence,
on the grounds that only United States utility patet atility patent applications should be considered
by the Board under thglorton-Norwichanalysis. However, Honda has not cited to any precedent from
the Board or the Federal Circuit for the propaesitithat only U.S. patents are relevant to the
determination of whether an appli&at product configuration is function&l. All of the Japanese utility
patent-type documentation providen Exhibits T-GG--including boét the utility model application
documentation and the utility patent application wtnentation--should be considered as relevant to
determining functionality because the evidefitesquarely within the analysis dtrafFix Devices, Inc.

v. Mktg. Displays, Inc532 U.S. 23, 29-30, 58 U.S.P.Q.2d 1001 (2001) and progeny siaiuaEng'g,

Inc. v. Rexnord Corp278 F.3d 1268, 1273-74,(61 U.S.P.Q.2d 1422 (Fed. Cir. 2002).

2 Although Honda points tBranek v. Walmart Stores, Indo. 08-CV-0058, 2009 WL 674269 (N.D. ILL.

March 13, 2009) aff'd 615 F.3d 855“(Eir. 2010) in support of the contention that foreign patent documents
are not relevant, in that case the Northern District Court of Illinois merely stated in a single footnote that it
"would be reluctant to exterifafFix to the consideration of foreign patents without any supporting
precedent.Td. at * 14 n.Il. One district court's being "reluctant” to consider foreign patentsdoasall

constitute any decision, much less any decision by the Federal Circuit or the U.S. Supreme Court, that foreign
patent documents or any other foreign patent-type documentation are irrelevant to determining functionality.

4 Consistent with this view, the Northern District Court of California has considered foreign patents in its
functionality analysis Alphaville Design, Inc. v. Knoll, In627 F. Supp. 2d 1121, 1131 (N.D. Cal. 2009).
A-14



Indeed, both granted utility models and utility modpplications are of great importance. The
Supreme Court and Federal Circuit appear to agrdehave explained: “[w]e agree with the Board that
an abandoned patent applicatitousld be considered under the fikdorton-Norwichfactor, because an
applied-for utility patent that never issued has evidey significance for the statements and claims made
in the patent application concerning the utilitari@lvamtages, just as an issued patent has evidentiary
significance” Valu Eng’'g,278 F.3d at 1279, and “statements made in the patent applications and in the
course of procuring the patents demonstrate the functionality of the deSigiFix, 532 U.S. at 32.

These statements contain no limitation that patents and applications outside the United States have less
impact or meaning in the functionality analysis.

To the contrary, consideration of foreign utilfpatent-type documentation éensistent with the
public policy concerns underlying these decisionsatéatents contained in patent-type documentation
are relevant and should be considered simply [secthe statements areesn‘concerning the utilitarian
advantages.”

Rule 401 of the Federal Rules of Evidence thpaefines relevant evidence as evidence having
“any tendency to make a fact more or less probable than it would be without the évideae “the
fact is of consequence in determining [an] actioRrbm even the most cursory review of the proffered
Japanese utility patent-type documentation, it is egogathat this documentation discloses functional
features and characteristics of internal combustion esgimat are identical or similar to those to which
the GX Trade Dress pertains, and therefore bears upon the issue of functionality.

Even more importantly, all of the proffereJapanese utility patent-type documentation of
Exhibits T-GG concerns utility model applicatioasad utility patent applications pursued by Honda.
Consequently, the statements and disclosures prowidechibits T-GG should be considered admissions
by Honda regarding the functional features and characteristics of its engine design.

Finally, it is important to note that the Japanesgéent system is highly similar to the patent
systems of the United States, and that Japanese utdifglmare very similar in their nature to standard
utility patents. See, generallyBrian G. StrawnGuide to Japanese Intellectual Property L.&8 AIPLA

Q.J. 55 (1998). Japan’s utility model system emtgally constitutes a “second tier patent system,”
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which is a patent system that complements angibtgnt system “to offer a more accessible form of
patent protection for a shorter term, usually chareetérby less stringent patentability requirements.”
Peter A. CummingsFrom Germany to Australia: Opportunifgr A Second Tier Patent System in the
United States18 Mich. St. J. Int'l L. 297, 300 (2010). As stated by one commentator, in Japan,

“[t]he Utility Model Act permits registration of inventions that fulfill the requirements of

novelty and utility, and meet a lower standard of inventiveness, satisfied ‘when a device

is such that it could have quite easily bessde by a person having ordinary knowledge

in the technical field to which such device pertains.”

H. Stephen Harris, JrCompetition Law and Patent Protections in Japan: A Half-Century of
Progress, a New Millennium of Challeng€slum. J. of Asian L. 71, 7@002) (footnote omitted).

Although Honda implies that something about the Japanese utility model system “in place at the
time of these applications (the 1980’s)” mightr&dhow undermine the relevance of that Japanese utility
model documentation, if anything the system in pladbatttime bore even greater similarity to the U.S.
patent system than the Japanese utility modelesysh place today does. Indeed, although there
currently no longer remains any requirement thegtanese utility model applications be substantively
examined, prior to 1994 “Japan registered a utifitydel by not only examining it for compliance with
formalities, but also required that the applicant thiad party request that a substantive examination be
made within four years, otherwise the apglma would be consideredvithdrawn[, where t]his
substantive examination was similar to patents, and gave applicants confidence in the validity of their
utility models.” SeeCummings at p. 307 (footnote omitted).

Because the Japanese utility model documentation is highly relevant to the issues before the

Board, the Board should deny Honda'’s request to strike them from the record.
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